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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim(s) 31, 32 and 48-53 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. A computer readable- 
medium does not fall within at least one of the four categories of patent eligible subject 
matter recited in 35 U.S.C. 101 (process, machine, manufacture, or composition of 
matter). The claimed invention is directed to a judicial exception to 35 U.S.C. 101 (i.e., 
an abstract idea, natural phenomenon, or law of nature) and is not directed to a 
practical application of such judicial exception (e.g., because the claim does not require 
any physical transformation and the invention as claimed does not produce a useful, 
concrete, and tangible result). 

See the following link: http://www.uspto.gov/web/offices/com/sol/og/2005/week47/patgupa.htm 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claim(s) 1-53 are rejected under 35 U.S.C. 102(e) as being anticipated by Koser 
et al. (US 2004/0032946 A1). 

Regarding claim(s) 1, Koser discloses a call indication method (paragraph 0002) 
comprising: 

recognizing a request to complete a voice over internet protocol call to a called 
party (paragraph 01 17); 

receiving custom ring information from a calling party of the VoIP call, the custom 
ring information representing a desired ring tone to be played to the called party 
(paragraph 0117); and 

initiating delivery of the custom ring information to the called party (paragraph 

0118). 
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Regarding claim(s) 2, Koser discloses a call indication method, further 
comprising utilizing a Public Switched Telephone Network node to perform at least one 
of the recognizing step, the receiving step, and the initiating step (paragraph 0103). 

Regarding claim(s) 3, Koser discloses a call indication method, further 
comprising recognizing that a piece of customer premises equipment associated with 
the called party comprises specialized ring tone functionality operable to output the 
desired ring tone (paragraph 0107). 

Regarding claim(s) 4, Koser discloses a call indication method, further 
comprising delivering at least a portion of the custom ring information in VoIP packets 
(paragraph 0117). 

Regarding claim(s) 5, Koser discloses a call indication method, further 
comprising delivering the custom ring information across a wireline connection 
comprising a link of coaxial cable operable to carry data traffic (paragraph 0117). 

Regarding claim(s) 6, Koser discloses a call indication method, wherein a VOIP 
switch initiates delivery of the custom ring information to the called party (paragraph 
0117). 
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Regarding claim(s) 7 and 38, Koser discloses a call indication method, further 
comprising: prompting the calling party to communicate the custom ring information 
(paragraph 0117); and 

recording the custom ring information (paragraph 0117). 

Regarding claim(s) 8, Koser discloses a call indication method, further 
comprising utilizing a piece of calling party CPE to perform at least one of the 
recognizing step, the receiving step, and the initiating step (paragraph 0118). 

Regarding claim(s) 9, 28 and 45, Koser discloses a call indication method, 
wherein at least a portion of the custom ring information has a file format selected from 
the group consisting of a .WAV file, a .MIDI file, and a .All file (paragraph 0118). 

Regarding claim(s) 10, 39, 52 and 53, Koser discloses a call indication method, 
wherein at least a portion of the custom ring information represents a spoken message 
(paragraph 0120). 

Regarding claim(s) 11 and 40, Koser discloses a call indication method, wherein 
recognizing the request to complete the VOIP call occurs after receiving the custom ring 
information (paragraph 0118). 
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Regarding claim(s) 12 and 41, Koser discloses a call indication method, further 
comprising storing the custom ring information in a memory residing in a piece of calling 
party customer premises equipment (paragraph 0107). 

Regarding claim(s) 13, 37 and 42, Koser discloses a call indication method, 
further comprising storing the custom ring information in a memory located within a 
service provider network (paragraph 0107). 

Regarding claim(s) 14, Koser discloses a call indication method, further 
comprising: recognizing caller identification information of the calling party (paragraph 
0117); and 

finding a location in the memory that is storing the custom ring information 
(paragraph 0117). 

Regarding claim(s) 15, 34 and 49, Koser discloses a call indication method, 
further comprising: recognizing another request to complete a second VOIP call to a 
second called party (paragraph 01 17); and 

determining that a second called party does not want to receive the custom ring 
information (paragraph 01 1 7). 
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Regarding claim(s) 16, 35, 46 and 50, Koser discloses a call indication method, 
further comprising blocking delivery of the custom ring information to the second called 
party (paragraph 01 17). 

Regarding claim(s) 17 and 36, Koser discloses a call indication method, further 
comprising: receiving Caller Identification information associated with the second VOIP 
call (paragraph 0117); and 

using the Caller Identification information to determine that the second called 
party does not want to receive the custom ring information (paragraph 01 17). 

Regarding claim(s) 18, Koser discloses a ring tone delivery system (paragraph 
0002), comprising: 

an interface operable to receive a calling signal that indicates a request to 
complete a call from a calling party to a called party (paragraph 01 17); and 

a network node communicatively coupled to the interface and operable to deliver 
packetized information representing a calling party selected ring tone to the called party 
(paragraph 0118). 

Regarding claim(s) 19, Koser discloses a ring tone delivery system, wherein the 
network node comprises a VOIP switch operable to communicatively couple to a 
plurality of subscribers across links comprising twisted pair wiring (paragraph 0103). 
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Regarding claim(s) 20, Koser discloses a ring tone delivery system, further 
comprising a memory maintaining information indicating that the called party has a 
piece of telephonic equipment capable of outputting the calling party selected ring tone, 
wherein the piece of telephonic equipment is selected from a group consisting of a 
computer, a telephone communicatively coupled to a twisted pair network, a cordless 
telephone, a VOIP telephone, a cellular telephone, a fixed wireless telephone, and an 
802.1 1 telephone (paragraph 0117). 

Regarding claim(s) 21, Koser discloses a ring tone delivery system, wherein the 
network node is further operable to deliver packetized information across a cable 
network (paragraph 01 17). 

Regarding claim(s) 22, Koser discloses a ring tone delivery system, wherein the 
network node is further operable to deliver packetized information across an XDSL 
network (paragraph 01 17). 

Regarding claim(s) 23, Koser discloses a ring tone delivery system, further 
comprising a custom ring tone block list indicating that a second called party does not 
want to receive the calling party selected ring tone (paragraph 0124). 
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Regarding claim(s) 24, Koser discloses a ring tone delivery system, further 
comprising a broadband modem providing at least a portion of a link communicatively 
coupling the network node to a piece of telephonic equipment associated with the called 
party (paragraph 01 17). 

Regarding claim(s) 25, Koser discloses a ring tone delivery system, further 
comprising a memory maintaining information indicating an additional communication 
address for the called party, the additional communication address selected from the 
group consisting of an electronic mail address, a Plain Old Telephony Service telephone 
number, an Instant Messaging address, a Short Messaging Service address, an 
Enhanced Messaging Service address, a Multimedia Messaging Service address, and a 
wireless telephone number (paragraph 0118). 

Regarding claim(s) 26, Koser discloses a system for facilitating a select ring tone 
in connection with a call (paragraph 0002), comprising: 

an electronic device operable to support telephonic communication, the 
electronic device comprising a housing component (paragraph 01 17); 

a memory located within an enclosure at least partially formed by the housing 
component, the memory storing ring tone information representing the select ring tone 
(paragraph 0117); 

a user interface for the electronic device operable to receive a user input 
indicating a desire to place a call to a called party (paragraph 0117); and 
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an output engine operable to initiate communication of the ring tone information 
to the called party such that a telephonic device of the called party outputs the select 
ring tone to indicate the call (paragraph 01 18). 

Regarding claim(s) 27 and 44, Koser discloses a system, wherein the electronic 
device comprises a computer (paragraph 01 17). 

Regarding claim(s) 29, Koser discloses a system, wherein the memory stores 
additional ring tone information representing a second select ring tone, further wherein 
the select ring tone is associated with the called party and the second select ring tone is 
associated with a different party (paragraph 01 17). 

Regarding claim(s) 30 and 47, Koser discloses a system, further comprising an 
electronic address book comprising a listing for the called party and a second listing for 
the second party (paragraph 0117). 

Regarding claim(s) 31, Koser discloses a computer-readable medium having 
computer-readable data to maintain information representing a calling party selected 
ring tone (paragraph 0002), to recognize an event trigger signaling a request to place a 
VoIP call from the calling party to a called party (paragraph 0117), to initiate completion 
of the VoIP call, and to direct delivery of the information to a telephonic device of the 
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called party in a format that allows the telephonic device to output the calling party, 
selected ring tone as an indication of an incoming call (paragraph 01 18). 

Regarding claim(s) 32 and 51, Koser discloses a computer-readable medium 
having additional computer-readable data to determine if the called party desires 
delivery of the information (paragraph 0117). 

Regarding claim(s) 33, Koser discloses a call indication method (paragraph 
0002) comprising: 

recognizing a request to complete a call to a called party over a packet switch 
network (paragraph 01 1 7); 

receiving first custom ring information from a calling party of the call, the first 
custom ring information representing a desired ring tone to be played to the called party 
(paragraph 0117); and 

determining not to play the first custom ring information to the called party 
(paragraph 0124). 

Regarding claim(s) 43, Koser discloses a system for facilitating a select ring tone 
in connection with a call (paragraph 0002), comprising: 

an electronic device operable to support telephonic communication, the 
electronic device comprising a housing component (paragraph 01 17); 
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a memory located within an enclosure at least partially formed by the housing 
component, the memory storing zing tone information representing the select ring tone 
and including an advertisement (paragraph 0117); 

a user interface for the electronic device operable to receive a user input 
indicating a desire to place a call to a called peaty (paragraph 0117); and 

an output engine operable To initiate communication of the ring tone information 
to the called party such that a telephonic device of the called party outputs the select 
ring tone to indicate the call (paragraph 0118). 

Regarding claim(s) 48, Koser discloses a computer-readable medium having 
computer-readable data (paragraph 0002) to: 

maintain information representing a calling party selected ring tone (paragraph 

0117); 

recognize an event trigger signaling a request to place a VoIP call from the 
calling party to a called party (paragraph 01 17); 

initiate completion of the VoIP call (paragraph 01 17); 

direct delivery of the information to a telephonic device of the called party in a 
format that allows the telephonic device to output the calling party selected ring tone as 
an indication of an incoming call (paragraph 0118); and 

determine not to play the calling party selected ring tone (paragraph 0124). 



Application/Control Number: 10/774,351 



Art Unit: 2614 



Page 13 



Response to Arguments 

4. Applicant's arguments with respect to claim(s) 1-53 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (571) 272- 
7539. The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Gferald Gauthier 
Primary Examiner 
Art Unit 2614 
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